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Opinion by Bottorff, Adm nistrative Trademark Judge:

Applicant seeks registration on the Principal Register

of the mark depicted below, for services recited in the

! The exami nation of the application prior to appeal was handl ed
by a different Trademark Exam ning Attorney.
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application as “providing and adm ni steri ng enpl oyee

benefit and retirenent prograns.”?

EMi

The Trademark Exam ning Attorney has issued two fina
refusal s under Tradenmark Act Section 2(d), 15 U S.C
81052(d), based on two registered marks owned by a single
registrant, i.e., Franklin Miutual Insurance Conpany. The
first cited registration is of the typed-formmark FM, for

"3  The second cited

“insurance underwiting services.
regi stration, which also is for “insurance underwiting

services,” is of the special-formmrk depicted bel ow. *

2 Serial No. 76/102,991, filed on August 3, 2000. The
application was filed on the basis of intent to use under
Trademark Act Section 1051(b), 15 U.S.C 81051(b). On August 27,
2001, applicant filed an Arendnent to All ege Use (with the proper
fee), in which applicant alleged March 2000 as the date of first
use of the mark anywhere but failed to include the requisite

all egation of the date of first use of the mark in comerce. It
does not appear that the Arendnent to Al |l ege use has been

exam ned or accepted by the Ofice, and, according to the
Ofice s automated database, the application remains in intent-
to-use status at this tine

® Registration No. 1,439,493, issued May 12, 1987. 88 affidavit
(6-year) accepted; 815 affidavit acknow edged.

* Registration No. 1,439,494, issued May 12, 1987. 88 affidavit
(6-year) accepted; 815 affidavit acknow edged.
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The Trademark Exami ning Attorney contends that applicant’s
mark, as applied to applicant’s services, so resenbles each
of the cited registered marks as to be likely to cause
confusion, to cause mistake, or to deceive.

Applicant has appeal ed the final refusals. Applicant
and the Trademark Exam ning Attorney filed main briefs, but
applicant did not file a reply brief and did not request an
oral hearing. W reverse the refusals to register.

Qur likelihood of confusion determ nation under
Section 2(d) is based on an analysis of all of the
probative facts in evidence that are relevant to the
i keli hood of confusion factors set forth in Inre E I. du
Pont de Nenmpurs and Co., 476 F.2d 1357, 177 USPQ 563 ( CCPA
1973). In considering the evidence of record on these
factors, we keep in mnd that “[t]he fundanental inquiry
mandat ed by 82(d) goes to the cunul ative effect of
differences in the essential characteristics of the goods
[or services] and differences in the marks.” Federated
Foods, Inc. v. Fort Howard Paper Co., 544 F.2d 1098, 192

USPQ 24, 29 (CCPA 1976).
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First, we turn to a determ nati on of whether
applicant’s mark and the cited regi stered marks, when
conpared in their entireties in terns of appearance, sound
and connotation, are simlar or dissimlar in their overal
commercial inpressions. The test is not whether the marks
can be distingui shed when subjected to a side-by-side
conpari son, but rather whether the marks are sufficiently
simlar in ternms of their overall comrercial inpression
that confusion as to the source of the goods or services
of fered under the respective marks is likely to result.
The focus is on the recollection of the average purchaser,
who normal ly retains a general rather an a specific
i npression of marks. See Sealed Air Corp. v. Scott Paper
Co., 190 USPQ 106 (TTAB 1975). Furthernore, although the
mar ks at issue nust be considered in their entireties, it
is well-settled that one feature of a nark may be nore
significant than another, and it is not inproper to give
nore weight to this dom nant feature in determning the
commercial inpression created by the mark. See In re
National Data Corp., 753 F.2d 1056, 224 USPQ 749 (Fed. Cr
1985).

Appl ying these principles in the present case, we find
that applicant’s mark is nore simlar than dissimlar to

each of the cited registered nmarks. W are not persuaded
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by applicant’s argunent that the stylized features of
applicant’s mark, i.e., the lowercase “i” and the arcuate
l'ine design elenent, suffice to distinguish the marks. The
dom nant feature in the conmercial inpression of each of
these marks, and the feature which purchasers are likely to
perceive and recall, is that each of the marks consists of
the three letters “f,” “nf and “i”; this point of
simlarity between the nmarks outwei ghs the slight
differences in stylization. Nor are we persuaded by
applicant’s argunent that purchasers will be able to
di stingui sh the marks because they will encounter (and
construe) themin conjunction with applicant’s and
regi strant’s respective corporate nanes. W nust conpare
the marks as they appear in the drawi ngs of the respective
regi strations and application, and those draw ngs do not
i ncl ude any corporate nanes. For these reasons, we find
that applicant’s mark is simlar to each of the cited
regi stered marks, and that the first du Pont evidentiary
factor therefore weighs in favor of a finding of |ikelihood
of confusi on.

We turn next to a conparison of applicant’s and
regi strant’s services, under the second du Pont factor. It
is not necessary that the respective services be identical

or even conpetitive in order to support a finding of
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l'i kel i hood of confusion. Rather, it is sufficient that the
services are related in sone manner, or that the
ci rcunstances surrounding their marketing are such, that
they would be likely to be encountered by the sanme persons
in situations that would give rise, because of the marks
used thereon, to a mstaken belief that they originate from
or are in sone way associated with the sane source or that
there is an association or connection between the sources
of the respective services. See In re Martin s Fanous
Pastry Shoppe, Inc., 748 F.2d 1565, 223 USPQ 1289 (Fed.
Cr. 1984); Inre Melville Corp., 18 USPQ2d 1386 (TTAB
1991); In re International Tel ephone & Tel egraph Corp., 197
USP2d 910 (TTAB 1978). Moreover, the greater the degree
of simlarity between the applicant’s nmark and the cited
regi stered mark, the |l esser the degree of simlarity
bet ween the applicant’s goods or services and the
registrant’s goods or services that is required to support
a finding of |ikelihood of confusion. See In re Shell Ol
Co., 992 F.2d 1204, 26 USPQRd 1687 (Fed. Gr. 1993); In re
Concordi a International Forwarding Corp., 222 USPQ 355
(TTAB 1983).

After careful review of the record, we are not
persuaded that applicant’s recited services (“providing and

adm ni stering enpl oyee benefit and retirenent prograns”)
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are sufficiently related to registrant’s recited services
(“insurance underwiting services”) that confusion is
likely to result, even if the respective services are
of fered under the simlar marks involved in this case.

The record sinply does not support the Trademark
Exam ni ng Attorney’s conclusory contentions that the
respective services “overlap” or that registrant’s services
“coul d enconpass applicant’s services.” |Indeed, the only
evi dence of record on this du Pont factor® is the three
third-party registrations attached to the Tradenmark
Exam ning Attorney’s final office action, which are
sunmari zed as foll ows:

Reg. No. 2,484,870 (issued Septenber 4, 2001),

of the mark EDUCATOR S ADVANTAGE ( EDUCATCOR S
disclainmed) for “retirenment benefit planning

> Applicant has made of record (with its request for

reconsi deration of the final refusal) copies of printouts
obtained fromregistrant’s website. Applicant offers this
evidence to prove: that registrant’s actual services consist only
of conmercial and personal |ines of insurance, which are
different fromand “not typically associated with” the types of
enpl oyee benefit and retirenent program services rendered by
applicant; that registrant operates only in New Jersey; and that
registrant renders its services only through professiona

i ndependent insurance agents. W have given no probative wei ght
to this evidence because it is irrelevant to the issue to be
decided in this case. Qur likelihood of confusion determnation
nmust be made on the basis of the registrant’s services as recited
inthe registrations, i.e., “insurance underwiting services,”
and not on the basis of what extrinsic evidence m ght show to be
the nore limted nature and scope of registrant’s actua

services. See Canadi an Inperial Bank of Commerce v. Wlls Fargo
Bank, 811 F.2d 1490, 1 USPQ 1813 (Fed. Cr. 1987); Inre
Continental G aphics Corporation, 52 USPQd 1374 (TTAB 1999).
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services and adm ni stration of enpl oyee benefit
pl ans; and insurance underwiting services,
namel y, underwriting personal |ines of

i nsurance for autonobile, hone, life and group
I nsurance, nanely, annuities”;

Reg. No. 2,467,916 (issued July 10, 2001), of
t he mark MOSERS (and design) for
“adm ni stration of a public enpl oyees
retirement plan, nanely, paynent of benefits
and investnent of assets; administration of
life insurance and long termdisability

i nsurance prograns”; and

Reg. No. 2,576,701 (issued June 4, 2002), of
the mark LI NCOLN ANNUI TI ES ( ANNUI TI ES
di scl ai med) for “insurance services, nanely,
underwriting services for retirenent products;
namely, annuity, pension and life insurance
products.”
Al t hough these registrations are not evidence that the
mar ks shown therein are in commercial use, or that the
public is famliar with them they neverthel ess are
probative evidence to the extent that they suggest that the
services identified therein are of a type which rmay enmanate
froma single source under a single mark. See In re Al bert

Trostel & Sons Co., 29 USPQ2d 1783, 1785-86 (TTAB 1993); In

re Mucky Duck Miustard Co., Inc., 6 USPQxd 1467 (TTAB 1988).°

® The third of the above-referenced registrations (Reg. No.
2,576,701) resulted fromapplication Serial No. 76/101, 211, which
was still in pending status when the Trademark Exam ning Attorney
cited it in the Novenber 2, 2001 final office action. Al though
third-party applications (as opposed to registrations) are not
probative evidence under Al bert Trostel and Micky Duck, supra,
because they prove only that the applications were filed, we have
considered this application as evidence of record for purposes of
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However, three is a de mnims nunber of third-party

regi strations under Al bert Trostel and Mucky Duck in any
event, and in this case only one of the three (i.e., Reg.
No. 2,484,870) actually covers both applicant’s recited
services and registrant’s recited services. Even assum ng,
as the Trademark Exam ning Attorney contends, that “the
consum ng public associ ates insurance prograns with
retirenment prograns,” that fact is too generalized to be of
significant probative value here. The issue under the
second du Pont factor in this case is not whether

pur chasers understand that insurance products may be
included in retirenent prograns, but whether they are
likely to assune that a single source would provide both
the insurance underwiting services recited in the
registrations and the benefit and retirenent plan

adm nistration services recited in the application. On
this record, it appears that there is only one conpany

whi ch does so. W find that this evidence is insufficient
to establish that the respective services are simlar or

rel ated, under the second du Pont factor, and that this

this appeal, in view of its subsequent maturation to registration
and applicant’s |ack of objection.
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factor accordi ngly wei ghs against a finding of |ikelihood
of conf usion.

Under the third du Pont factor, we find that the
normal trade channels and cl asses of purchasers for
applicant’s and registrant’s respective types of services
are likely to overlap to some extent. Businesses would be
purchasers of both benefit and retirement program
adm nistration services |ike applicant’s (through their
human resources departnent officials), as well as of
i nsurance underwiting services |ike registrant’s (nost
likely through different officials). Assumng that a
busi ness’ enpl oyees al so m ght be deened to be “purchasers”
of benefit and retirenment plan adm nistration services (to
the extent that they m ght be able to custom ze the details
of their particular plans), those enpl oyees also are
potential purchasers (al beit outside the workplace) of
i nsurance underwiting services such as registrant’s. The
third du Pont factor therefore weighs in favor of a finding
of |ikelihood of confusion.

However, under the fourth du Pont factor, we find that
applicant’s and registrant’s respective services are of a
type which typically are purchased (whether by conpany
officials or by individual enployees and whether within or

out si de the workplace) not on inpulse but rather with sone

10
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degree of care and consultation, a fact which mtigates
against a finding of |ikelihood of confusion.

After careful consideration of the relevant du Pont
factors in this case, we conclude that the Ofice has
failed to carry its burden of proving the existence of a
i kel i hood of confusion. Applicant’s mark is simlar to
the cited registered marks, and the trade channels and
cl asses of purchasers for applicant’s and registrant’s
respective services nost |likely overlap. However, we
cannot concl ude, based on the m ninmal evidence in this
record, that the services thenselves are sufficiently
related that confusion is likely to occur, especially given

the Iikely degree of care involved in their purchase.

Decision: The refusals to register are reversed.
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